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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Biesiada (US 6111004) in view of Hayashi (JP 08059938A). 

Biesiada discloses polyester plasticizers for halogen containing polymers. Said 

polyester plasticizers may comprise a diol component comprising 2-methyl-1,3- 

propanediol and 1,2-propanediol, or additional aliphatic diol, an acid component of 

adipic acid and a chain terminator of a fatty acid mixture (See example 1). Use of 100% 

adipic acid, or an acid component comprising 100 mol%, is disclosed in Column 2 Line 

66. The ratio of 2-methyl-1,3-propanediol to 1,2-propanediol is disclosed in Column 1 

line 34 to be 1:3 to 3:1, or a diol component comprising 100 mole% 2-methyl-1,3- 
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propanediol to 300 mole% 1 ,2-propanediol. Said range encompasses 2-methyl-1,3- 
propanediol and aliphatic diol requirements of Claims 1 and 2. 

The polymer structure is disclosed in formula I, Column 2. Since one "n" repeat 
unit is at least about 186 g/mol and the rest of the polymer is about 188 g/mol, it is the 
Examiners position that the range of n from 1 to 12 encompasses the molecular weight 
range requirements of Claim 3. Said halogen containing polymers may be a homo- or 
co-polymer of vinyl chloride [0016], as required by Claim 4. 

Biesiada does not disclose the use of 3-methyl-1 ,5-pentanediol. Hayashi 
discloses polyester plasticizers for vinyl chloride systems. Said plasticizers comprise 3- 
methyl-1 ,5-pentanediol. Examples A-D disclose systems with 3-methyl-1 ,5-pentanediol 
and Examples E and F disclose systems without 3-methyl-1 ,5-pentanediol. Systems 
containing 3-methyl-1,5-pentane diol have superior paint appearance and smoothness 
resulting in chip-proof coatings [0031]. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Biesiada the use of 3-methyl-1,5-pentanediol, as taught by 
Hayashi, in order to create a paint coating system with superior appearance and 
smoothness. The mol% of 3-methyl-1,5-pentanediol are disclosed in Table 1. All the 
requirements set forth in Claim 1 are met. 
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■ 

Conclusion 

2. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Lang (US 2003/0114564) and Mizumoto (JP 61078827A) are 
cited as equivalents to Biesiada. 

( 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alicia M. Toscano whose telephone number is 571-272- 
2451 . The examiner can normally be reached on Monday to Friday 8:30 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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